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Intellectual Property Rights 
 

SUMMARY OF RECOMMENDATIONS 
1 Amendments to IP-related legislation 

1.1 Amendments to Trademark Act on accession to Madrid Protocol and illegal refilling 
practices; and amendments to Trademark Act on protection of sound mark 

1.2 Challenges of Thailand accessing the Madrid Protocol (International Trademark 
Registration System) 

1.3 Amendment of the Geographical Indications Act B.E. 2546 (2003) 
1.4 Amendment of the Patent Act to Facilitate Accelerated Registration Process 
1.5 Trademark elimination via plain packaging policy and excessive measures restricting 

normal use of trademarks 
1.6 Labelling regulation and excessive health warning 

2. Enforcement/Counterfeit goods 
3. Intellectual Property Rights for ICT 

 
An effective intellectual property regime can attract investments and innovation and lead to 
increased technology transfer which will drive the Thai economy to be more competitive in ASEAN. 
Attempting to shift to an innovation-driven economy, the Thai government has to establish effective 
patent and copyright laws as a basis of the framework required. Since IPR plays such a key role in the 
development of new technology and innovation, it must be kept constantly under review and be 
aligned with current international standards notably through Thailand’s membership of the relevant 
international treaties. In this chapter, the EABC recommends necessary changes to IP law and policies 
to foster Thailand’s competitiveness.  
 

1. Amendments to IP-related legislation 
 
Amendment to the Trademark Act supporting Thailand’s accession to the Madrid Protocol, allowing a 
registration of unconventional mark and multi-class application, has been enacted and effective since 
late July, 2016. 
 
1.1 Amendments to Trademark Act on accession to Madrid Protocol and illegal refilling practices; and 
Amendments to Trademark Act on protection of sound marks 
 
The EABC has underlined during various meetings with the Thai authorities the urgency to protect 
unconventional marks such as scent and sound as well as to prevent illegal refilling, which affects 
various industries including food and beverages, perfumes and cosmetics, and automotive, in order to 
reassure the protection of consumers as well as the rights of IP owners. The Thai Department of 
Intellectual Property (DIP) duly took note of the issues and concerns. In the end, only sound mark is 
accepted to be one type of mark for registration and has the same legal requirements as traditional 
marks. Trademark registration under the Madrid Protocol is now possible and Thailand is increasingly 
being popular designation for foreign brand owners registering their trademarks through the Madrid 
system. 
 
 

Recommendations: 
 
1. Ensure full utilization of existing enforcement measures, whist the provisions for protection of 
unconventional marks and against illegal refilling practices come into force. Efforts should be rapidly 
dedicated to target illegal refilling practices, which should be recognized as a basic act of trademark 
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infringement.  
 
In this vein, in order to act efficiently to eliminate illegal refilling acts, definitions referring to private 
refilling acts and/or broadly accepted practices could be avoided. Within the framework of the 
provisions on illegal refilling practices, the interpretation of provisions for enforcement agencies 
and/or implementation plans should allow the possibility to broaden the definition of illegal refilling 
practices to encompass fundamental issues often related to illegal refilling, such as 3D trademark 
packaging protection and protection of trade dress. 

 
1.2 Challenges of Thailand accessing the Madrid Protocol (International Trademark Registration System) 
 
1. Madrid System:   

In theory:   

Since November 7th, 2018, the Madrid System is accessible to both local and foreign brand owners, 

Thailand acting either as the Office of Origin (i.e. the country in which the basic national application 

is filed which will serve as the basis of the international application) or one of the designated 

countries in the international application.  

Overall, this system is time-efficient due to a simplified and centralized procedure before the 

Worldwide Intellectual Property Office (WIPO) since brand owners can seek registration of their 

marks through a single application covering up to 100+ countries filed before the WIPO in one 

language and payment of one set of fees in one currency. This system can also be cost-effective 

depending on the number of territories designated in the international application.   

The main drawback however is the risk of a “central attack”: the international registration is linked 

with, and is dependent on the fate of the basic national mark on which it is based during the first five 

years after registration. Thus, in case the international registration is based on a Thai application 

which is finally refused to registration, or if it is based on a Thai registration that is withdrawn, 

revoked, cancelled or invalidated within these five years, such international registration will be 

cancelled in all of the designated countries (with the option to convert into national registrations 

depending on the countries).  

In practice:   

It remains to be seen how the DIP will handle the influx of international applications and the 

challenges of translating the list of goods/services from English into Thai language.   

In addition to the above, Thai designation will be examined by the Thai DIP in the same way as 

domestic applications, in accordance with the local trademark practice and classification. In other 

words, goods and services will still need to be precise. Broad specifications and class headings will 

remain not acceptable. Specification objections are thus expected.   

In terms of examination timeframe, there should not be substantial difference between Thai 

designation (within 18 months maximum or longer in case of opposition) and national application 

(currently, 12-18 months), at least in the early stages. The Examiners need to get familiar with the 

Madrid Protocol and there are backlogs to tackle at the DIP.   
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Cost-wise, individual fees for designating Thailand in the international application will be the same as 

if filing a national application: official fees of THB 14,400 per class at filing stage (without limitation 

as to the number of goods/services) and THB 5,400 per class for issuance of the Certificate of 

Registration.   

  

If the DIP staff does not meet the stipulated deadline, the corresponding applications will be 

considered accepted (if not rejected or objected before the above time) thus creating unfair 

treatment between national application and Thai designations though international application. Risk 

resulted from national application may disappear.   

 

2) Concerns for trademark owners, stakeholders, attorneys and agents 
 

 In effective communications between the DIP and the International Business could weaken the 
DIP, and would have a domino-effect on trademark owners and agents; 

 Timeframes of the system are inflexible. Significant adverse effects could result from the 
failure by users to meet particular deadlines; 

 Stakeholders are required to be well-informed about the implications of the Protocol. It may 
be that Agents will be reluctant to introduce the Protocol as they fear the loss of clients, 
reduction in their work and the reduction in revenue. The rationale for this is that foreign 
applicants will resort to filing through the Protocol, as those applying though the national 
route may not require the assistance of local agents. 
 

 

Recommendations: 
 
We appreciate the DIP holding regular consultations with the EABC. Our IPR working group 
welcomes the opportunity to support Thailand and to provide best practices in these areas. 

 
1.3 Amendment of the Geographical Indications Act B.E2546 (2003) 
 
The EABC welcomes Thailand’s recognition of the importance of geographical indications (GIs).  
However, Article 22(2) of the WTO TRIPS Agreement, which sets out protection for GIs, has not been 
implemented by the Geographical Indications Act (the Act) or in the associated Ministerial Regulation 
B.E. 2547 (2004). 

 
Section 3 of the Act, which gives a definition of GIs and sections 27 and 28, which give protection to 
GIs, do not fully implement the provisions of Article 22(2) of the TRIPS Agreement because these 
sections only appear to protect the registered geographical indications themselves and do not 
prohibit the use of any means that indicates or suggests the GI.  
 
In addition, Article 23 of the TRIPS Agreement has not been fully implemented by section 28 of the 
Act. Whilst the additional protection provided by Article 23, which prohibits the use of certain 
expressions in association with wine and spirit GIs, has been implemented, Article 23’s prohibition on 
the use of GIs in translation has not been included in section 28.  
 

Recommendations: 
 
We urge the Royal Thai Government to hold regular consultations with the EABC. Our IPR working 
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group welcomes the opportunity to support Thailand and to provide best practices in these areas. 

 
1.4 Amendment of Patent Act to Facilitate Accelerated Registration Process 
 
The period of patent approval from the submission to the approval date remains unpredictable and 
can be counted as long as 12.6 years on average in Thailand, due to a lack of human resources – 
particularly chemical and pharmaceutical patent examiners – at the DIP. The bottlenecks, resulting in 
only 1,286 patents granted in 20141 and 1364 patents granted in 20152, give rise to uncertainty of 
investment protection for rights holders and increase the possibility of infringement from local 
generic companies during the pending approval periods, which damages both local businesses and 
innovators. Under such unpredictable circumstances, the patent term restoration or adjustment have 
never been established in the Thai legal framework.  

 
As mentioned above, the current delay in patent approval discourages applicants from seeking patent 
protection in Thailand. On a related note, a good source of profit for the patent office is the annual 
renewal fees for maintenance of patent applications or patents. Some jurisdictions, like the European 
Patent Office (EPO), require the payment of an annual fee from the third year on for a pending patent 
application. In other jurisdictions like Singapore or Thailand, the renewal fees are due only once the 
patent is granted, although the patentee has to pay accrued renewal fees from the fourth or fifth year 
on. Consequently, it is evident that the patent office under the DIP faces the loss of potential revenue 
from renewal fees should the patentee opt to abandon the patent before it is granted.  In conclusion, 
not only does the huge delay of the DIP in granting patents discourage applicants to seek protection 
in Thailand, but this also means missing out on potential earnings for the DIP. 
 
Article 44 of the nation’s interim constitution (fast track shortcut). 
 
Although the DIP has substantially increased the number of Patent examiners, the executive order 
under section 44 to reduce patent’s backlog has not yet been formally announced – patent approval 
process remained to be improved. 
 
Impacts: Uncertainty of investment protection for rights holders, increase the possibility of 
infringement from local generic companies during the pending approval periods, damages both local 
businesses and innovators. Current delay in patent approval discourages applicants from seeking 
patent protection. 
 

Recommendations: 
 
1. We recommend Thailand increase the numbers of examiners and improve the patent approval 

process with a reasonable timeframe for patent registration.  
2. Patent term restoration should be considered and established as a solution to create fair practices 

to compensate rights holders, considering the current patent backlog in Thailand as well as the 
delay of regulatory marketing authorization. In the circumstance that a reasonable timeframe of 
registration is presented, the patent term restoration will only occur in case of a delay. This should 
enhance effectiveness and productivity in government procedural level with mutual benefits. 

3. Promote a regular dialogue and consultation between the public and private sectors for 
information sharing 

 

                                                           
1
 http://www.wipo.int/ipstats/en/statistics/country_profile/profile.jsp?code=TH 

2 http://www.ipthailand.go.th/th/patent-012 
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1.5 Trademark elimination via plain packaging policy and excessive measures restricting normal use of 
trademarks  
 
The EABC recognizes and respects the rights of the Royal Thai Government to protect its citizens and 
to implement proportionate regulations to ensure the health of the population, including the control 
of alcohol beverages and tobacco products; however, we do not believe that excessive, unnecessary 
and unproven restrictions on trademarks are appropriate means of achieving Thailand’s health 
objectives.  

One such restriction is contained in The Notification Re: Rules, Procedures and Conditions Relating to 
Packages of Tobacco Products and Tobacco Products in the Category of Cigarettes B.E. 2561 (2018) - 
set to come into effect in September 2019 - that among other things mandates that all tobacco 
packaging be highly standardized - referred to as ‘plain packaging’. Plain packaging in effect forces 
legitimate companies to relinquish the use of their lawfully registered trademarks, and valuable 
elements of these trademarks, with no reliable evidence that such a restriction would achieve any of 
the public health objectives it aims to address. The official data available from Australia, the first 
country to adopt plain packaging, and the data emerging from the early stages of the implementation 
of plain packaging in the UK and France, confirm that this debatable measure has failed to change 
smoking behavior and to decrease tobacco consumption in those countries. 

Rather, plain packaging risks leading to several unintended consequences. It will for one pave the way 
for similar extreme regulations to be applied across a wide range of other FMCG sectors, thereby 
putting at risk the future use of all trademarks and the protection of intellectual property rights for an 
increasing amount of goods and industries. There is already ample evidence of such a trend in other 
so called ‘sin’ industries such as alcohol and confectionery. Another negative consequence of plain 
packaging is that it forces businesses to compete solely on price, which is in fact likely to increase the 
consumption of tobacco and alcohol products as they become cheaper and results in the 
commoditization of these products. Plain packaging also renders tobacco products much easier to 
counterfeit and to smuggle, making them an easy target for organized criminals. Experience from 
Australia and the UK show that plain packaging has provided many opportunities to criminals to take 
advantage of this requirement to the detriment of legitimate manufacturers and to both these 
countries’ efforts to fight against the illegal trade of tobacco.  

The EABC supports a legal and regulatory framework that embraces robust IPR protection and 
enforcement and stands ready to help Thailand establish a clear plan to efficiently tackle any threats 
to IPR to improve Thailand’s competitiveness and strengthen the country’s position as a favorable 
trading partner. Moving forward with plain packaging would conversely lead to the erosion and the 
weakening of such a position and lead to the many unintended consequences listed above.    

 

Recommendations: 
 
The Thai government should protect trademarks for businesses.  There remains no direct evidence 

that plain packaging or notifications on alcohol labels or similar policies improve public health. 
They rather represent a significant threat for IPR. In addition, and as a member of the WTO, 
Thailand should uphold its international IPR-related obligations under the WTO’s TRIPS and TBT 
agreements and improve the protection of IPR as a means to promote a suitable environment for 
foreign investment and innovation. The EABC therefore strongly urges the Thai government to 
review the necessity of implementing its plain packaging Notification in the spirit of protecting IPR 
and avoiding its related unintended consequences.  
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1.6 Labeling regulation and excessive health warnings: 

Similarly, the Alcohol Labelling Notification impedes the use of certain registered trademarks for 
alcohol beverages and likely constitutes a serious barrier to trade, especially to international 
companies, and some brands could be forced to exit the Thai market. Furthermore, such a 
Notification is difficult to comply with due to its ambiguity and broadly defined terms. This raises a 
grave enforcement concern, considering the reward scheme. Most importantly, plain packaging of 
any protected trademark products would increase and ease the production and transaction of 
counterfeit goods. 

Notification of the Alcoholic Beverages Control Committee, Re: Rules, Procedure, and Conditions for 
labels of Alcoholic Beverages published in the Royal Gazette on January 22, 2015 and implemented on 
April 22, 2015: Imposing labeling restrictions at the expense of branding elements. 

In light of the concerns shared by some WTO Member Countries and several stakeholders in the 
industry, the MOPH informally recognized the lack of clarity of the Notification. Whether additional 
guidelines and revisions shall be provided, remains a question to be answered. 

Since no official confirmation of the above has been released, it remains unclear whether the 
Notification is in force (in which case, the alcohol industry, displaying messages and marks as usual 
would be subject to penalties) or suspended. 

This situation which remained unsolved is worrying for the related industry since penalties may be 
enforceable at the MOPH’s discretion. 

Recommendations: 
 
Consider alternative social policies to address the consumption of alcohol beverages and tobacco 

products, including harm reduction policy, which provides less harmful alternatives to consumers. 

 

2. Enforcement/Counterfeit goods: 
 

Medicines: 

a) Refilling issue; 2 definitions of counterfeit in Thailand under IP laws and (draft) Drug Act (intent 
matters) and difficulties to identify counterfeit medicines. In Thailand, if medicine has 80-100% active 
ingredients, it is considered as a substandard, not a counterfeit. 

b) Parallel imports permitted in Thailand: medicines coming from other ASEAN countries = bought 
from original companies with correct labeling, company logo and guidelines in Thailand but no license 
to import into Thailand. No quality control, no information on storage, potential damage for the 
reputation of the brand and pharmaceutical companies which are responsible in case of issue. 

c) Litigation: no laboratories in Thailand certified as forensic for drug testing to be used as evidence of 
counterfeit for court prosecution. Need to go to Singapore (pricey). There’s very little prosecution in 
Thailand due to burden of proof on the Plaintiff. Penalties are different if counterfeit medicine is 
harmful or not but difficult to prove. Fines are not dissuasive, too low compared with the huge profits 
generated by the business (criminal organizations), in addition to the lack of enforcement at the 
borders (MY-TH/KH-TH/MM-TH) and against each level of the business 
(importers/distributors/outlets). 
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d) Lobbying NGOs/public awareness: some pharmaceutical products sold as “generics” infringe 
pharmaceutical Patent. 

 Problem of public distortion so authorities back away (Patents block access of medicines to 
poor people). 

 Problem of collusion between authorities and authorities-infringers. Lack of willingness to 
provide for a strong IPR enforcement. No surveillance in place at strategic borders and when 
delivering authorizations to export. 

Furthermore the introduction of health warning designs for alcoholic beverage packaging still appear 
to be underway as per Thai representatives’ statement during the last WTO’s Trade Policy Review in 
November 2015. 

Alcohol: 

a) Lack of reactivity from authorities: Department of Special Investigation (very busy, slow 
implementation), Customs (good but understaffed), Police (lack of technical knowledge on IP). 
Difficulties to enforce against counterfeit manufactured in Thailand, need for DIP to educate 
enforcement authorities. 

b) Lack of transparency: when action taken, problem of records of seized goods (not given to IPR 
owner) => destroyed or back on the market. 

c) Legal grounds to act: landlord liability for online infringement (website shut down) and Money 
Laundering Act. No action ex officio, up to the IPR owner to invest, investigate and enforce. 

Parallel Import: 

Permitted in Thailand: Genuine products imported from other countries into the Thai market and sold 
by third parties without the prior consent of the owner of the IPR attached to these products (imports 
primarily economically motivated). Thailand is usually following the “First sale doctrine” for IPRs also 
called the International exhaustion doctrine meaning that once a brand owner or authorized 
distributor first sells the trademarked goods in the domestic market, it is not possible to oppose the 
commercial exploitation of the same genuine branded products by third parties outside of the 
authorized distribution channels anywhere in the world. Rights are considered to have been 
exhausted upon the first sale of the genuine branded goods. Therefore, the resale of these genuine 
products is permitted. 

Limiting parallel imports by recognizing a regional exhaustion instead of an international exhaustion 
(similarly to the EU) may be a good alternative since branded products entering the specific region 
without prior authorization from the brand owner would be deemed as trademark-infringing goods. 

Prohibiting parallel imports through the recognition of the national exhaustion would even be a better 
alternative since a brand owner may legitimately object to the import and sale of products which 
have originally been sold or marketed abroad. In such case unauthorized use of a trademark through 
parallel imports would be deemed as an infringement of a registered trademark owner’s IPR. 

Example of neighboring country prohibiting parallel import for trademarks: Cambodia through Article 
11 (c) of Cambodia’s Trademark Law (“The rights conferred by registration of a mark shall not extend 
to acts in respect of articles which have been put on the market in the Kingdom of Cambodia by the 
registered owner or with his or her consent.”). 

Recommendations: 
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We encourage regular consultation with the EABC IPR working group prior to the formation of any 

policies related to IPs, in order to improve foreign perspectives on Thailand’s investments and 
competitiveness. 

 
Patent and Trademark registration procedures via the Licencing Facilitation Act (LFA)  
 
The implementation of the Licensing Facilitation Act B.E. 2558 (2015) in July 2015, requires all 
government agencies that grant permit approvals to issue and release a public manual for the 
application process, encompassing relevant regulation, required steps and estimate timeline. In 
practice, however, the enforcement of the LFA creates difficulties for some business communities. 
There are two main concerns; a timeline and a single submission of required documents. Since the 
LFA has been enforced, formal documents missed in the filing at the time of the patent application 
can be submitted only once within the non-extendable deadline of 90 days from the application filing 
date. It turns out that allowing a single submission of required documents provides room for 
authorities to easily reject applications, and is a burden on applicants, who are requested to provide 
unnecessary or unrelated documents. 
 

Recommendations: 
 
EABC requests clearer instructions from the Thai Government and flexibility in the submission 
process. 

 
 

3. Intellectual Property Rights for ICT 
 
2. Online Infringement:   

Principle: liability exemption for internet service providers (ISP). This means that they can neither 

be held responsible for the counterfeit goods and illegal data uploaded on the Web by third parties, 

nor they are bound by an obligation to monitor the information and products offered for sale  

Legal tools for IPR owners to take action against online IPR infringement:   

Law  Copyright Act 2015  New Computer Crime Act   

Article  Section 32/3: “In the case where 

there is reliable evidence  showing 

that there is a copyright 

infringement in the computer 

system of a service provider, a 

copyright owner may submit a 

petition requesting the court to 

order the service provider to cease 

such copyright infringement”.  

Section 20/3: “When there is an 

action to disseminate computer 

data [which is a criminal offense 

per laws related to intellectual 

property], the competent official, 

with approval from the Minister, 

may file a petition with supporting 

evidence, to the court of 

jurisdiction, for a court order to 

suppress the dissemination or to 

remove such computer data from a 

computer system”.   

Type of infringement   Copyright   All IPR   
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Type of order  Temporary injunction   Permanent injunction   

Available actions  Request to the Court for removal of 

infringing content from the Internet 

To be followed by a lawsuit against 

the infringer  

Request to the Court for removal 
of infringing content from the  
Internet or website blocking   

No further legal action needed  

In practice   Very  few  applications  have 
succeeded.   
  

Strict conditions to obtain 
preliminary injunctions (high 
burden of proof on the IP owner to 
investigate and collect evidence: 
details of the alleged infringement, 
name and address of ISP, proof of 
copyright ownership, allegedly 
infringing works, investigation 
details/results, potential damages 
arising from the alleged 
infringement).  
  

Preliminary injunction only: owner 
must commit to take action against 
the actual infringer(s) (difficult to 
find).    
  

It remains to be seen how it will be 
interpreted and applied in practice.  
  

 Enforceability issue of foreign ISPs 
with servers hosted outside of 
Thailand. It is necessary to convince 
the Court to grant a preliminary 
injunction and the owner will take 
action against the infringer(s) 
located outside Thailand.   
  

- Expensive  

- Unwieldy for large numbers  

of infringements   

- Potential to overburden the courts  

- Not practical to  implement  

 

  

New Amendments of the Copyright Act expected:   

Two new drafts to amend the Copyright Act B.E. 2537 currently under review and approved by the 

Thai Cabinet on October 16, 2018 to modify the legal duties and liabilities of ISPs. The Office of the 

Council of State will examine these drafts before submission to the NLA.   

What changes? Replacement of the current Section 32/3 with a Notice and take down procedure 

requiring an active participation of ISPs.   
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New Scheme:   

1. Service providers must have a takedown policy in place to enable termination in 

appropriate circumstances of subscriber and account holders identified as infringers.  

2. Copyright owners should be able to send a Notice to the service provider hosting the 

infringed work and request such service provider to remove the same (namely reference source or 

accessing point) from its computer system and cease providing access to the related computer data.   

3. Notification of claimed infringement must be in writing with among other things the 

following information:   

- name and contact details of copyright owner.   

- identification of infringed work   

- identification and location of the infringing content   

4. If the notification complies with the above requirement, the online service provider must 

without delay remove or disable access to infringing material otherwise the provided loses its safe 

harbour and is exposed to liability = From liability exemption to limited liability.   

5. Once removed, the service provider must take reasonable steps to promptly inform the 

alleged infringer of the action. If there is a counter notification from the alleged infringer, the 

claiming party must be informed.   

  

At this point, if the copyright owner does not bring a lawsuit to the court within 15 days, the service 

provider is required to restore the data onto its system.  

The bill is subject to further amendments prior to its enactment.   

Remaining issues:   

1. Take down procedure only. Not a Notice and stay down procedure (i.e. to make sure that 

the infringing material will not become available on the service provider system in the future).   

2. Same liability exemptions for all kinds of ISP while terms and conditions shall be set out 

according to their nature.   

3. Lawsuit to be filed to the court within 15 days by the copyright owner if infringer counter 

argue (short delay, strong burden of proof expected, costly, not very dissuasive for infringers, will 

limit the participation, help and response from ISPs…).   

 
 
 
 
 
 
 
 
 
 


